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IDEA/EXPRESSION DICHOTOMY IN COMPUTER PROGRAMME 

Mr. S.K. Sulok1 

 

ABSTRACT 

Software piracy is a major problem today and is costing billions of dollars to the industry 

every year. Many software developers rely on copyright for protection. The basic principle of 

copyright is that ideas are not protectable only specific expressions are and this is because of 

the need for ideas to remain free as building blocks of creativity. This concept is known as the 

idea/expression dichotomy and is the basic doctrine used to determine which all protectable 

elements are there in a copyrighted work.  

INTRODUCTION 

Separation of expressions from the underlying ideas is not always easy as it sounds. When it 

comes to computer programmes it gets all the more difficult due to the presence of both 

literal as well as technical expressions. The parameters for distinguishing between the idea 

and expressions are all evolved by the courts and there is no statutory guidance on it. Article 

9 (2) of the TRIPS Agreement2 states that only expressions are protected and not ideas, 

procedures or mathematical concepts. Article 1(2) of the European Union Software Directive3 

states that ideas which underlie any element of the computer programme are not protectable. 

Under Indian Copyright Act 1957 neither term “idea” nor “expression” is defined. 

So the job of distinguishing between the two is entirely left to the courts. The courts have 

right from the Whelan4 case to the recent Oracle5 case struggled to determine the protectable 

elements in computer programmes. In this Article my attempt will be to critically analyze the 

court judgments on the idea/expression dichotomy. 

                                                           
1 Research Scholar, at Inter University Centre for IPR Studies, Cochin University of Science and Technology, 

Cochin. 
2 Trade Related Aspects of Intellectual Property Rights, 1996. 
3  Directive 2009/24/EC of the European Parliament and of the Council of 23 April 2009; http://eur-

lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2009:111:0016:0022:EN:PDF, last visited on 02.10.2015. 
4Whelan Association Inc. v. Jaslow Dental Laboratory; (1986) 797 F.2d 1222 (3rd Cir.). 
5Oracle v. Google; (2014), US Court of Appeals. 

http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2009:111:0016:0022:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2009:111:0016:0022:EN:PDF
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CASE ANALYSIS 

WHELAN ASSOCIATION INC. V. JASLOW DENTAL LABORATORY (1986)6 

Whelan’s case is one of the earliest cases in which court attempted to distinguish between the 

idea/expression dichotomies in case of computer programmes. The facts of the case were that 

respondent Jaslow Laboratory is a dental devices business run by Rand Jaslow. The plaintiff 

Whelan is a computer programme developer. Rand Jaslow tried to build a computer 

programme for management billing and inventory functions for Jaslow laboratories. It was in 

pursuance of the need to computerize Jaslow laboratories but he failed. He gave up and hired 

Ms. Whelan who was the half owner of Strohl for making the software. The agreement 

between Strohl and Jaslow was that Strohl would design and build the computer programme 

for Jaslow and allow him to use it. For further sales of the said software to other dental labs, 

Jaslow would receive commission. 

The programme developed by Strohl was called Dentalab. Later Ms. Whelan left Stohl and 

acquired the right to the software. In the meantime Jaslow developed similar computer 

programme named Dentcom. The software developed was with a different computer 

language but was with functional similarity to Dentalab and was marketed as “Dentlab” 

Successor. Whelan sued Jaslow for copyright infringement. The main allegation was that the 

sequence and structure of Dentalab was copied. In specific it included the copying of file 

structure, screen output and sub routines. Further claims of trade secret violation and co-

ownership were also raised. 

Court initially observed that the heart of a computer programme is its algorithm and its 

development requires human creativity. The process of developing a computer programme is 

always from the general to the specific that is the programmer first identifies the underlying 

problem and then outlines a chart and breaks it into “subroutines” and “modules”. The 

Programmer's efficiency lies in the arrangement of modules and subroutines. The 

programmer then writes the source code which is converted into computer readable object 

code. To prove copyright infringement firstly there must be copyrightable elements protected 

in Dentalab and Jaslow should have copied those elements. After identifying the elements 

protectable the question to be ascertained would be whether there is substantial similarity? 

                                                           
6(1986) 797 F.2d 1222 (3rd Cir.) 
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Firstly, to ascertain whether there are copyrightable elements worthy of protection in 

Dentalab, there is need to identify which all are those elements. A notable case in this regard 

referred by the court was Arnstein v. porter7; where the court had used the extrinsic and 

intrinsic test to find out copyrightable elements in case of literary works. The court in the 

instant case rejected the lay observer or intrinsic test and observed that only extrinsic test can 

be relied on by the court in case of computer programme unlike other literary works, the 

reason being that no ordinary layman can understand computer programmes or their 

functioning unlike literary work which can be understood and enjoyed by a layman. 

Court here found that no copying of the source or object code was evident rather the issue 

was regarding the overall structural similarity of the two works in hand and whether 

protection extended to non-literal elements like sequence and organization. Court drew the 

analogy that in case of literary work protection extends to non-literal elements so computer 

programme being a literary work protection would also extend to its non-literal elements8.But 

at the same time section 102(b) of the Copyright Act clarifies that copyright protection do not 

extend to system, method of operation, concepts etc. 

Counter arguments raised by the defendant was that the structure cannot be copied without 

copying the literal elements so no protection should be given for the non-literal elements. 

Court rejected this argument and stated that the argument that only where there is exact 

copying there is violation and anything short of reproduction is useless would be a dangerous 

stand. 

The test laid down by the court to distinguish between the protectable and unprotectable 

elements in the instant case is that the function or purpose of any utilitarian work would be 

the work’s idea and everything that is not necessary to that function or purpose would be part 

of the expression of the idea. Where there are various means of achieving the desired 

purpose, the means chosen in particular is not necessary to the purpose and they are 

expressions not idea. 

In applying the test the court observed that the purpose of dentalab is to aid business 

operations and the structure of the computer programme was not essential to this task. Further 

                                                           
7(1946)154 F.2d 464 
8 Court sought reliance on SAS Institute v. S & H Computer Systems ;(1985) 605 F.Supp.816. (M.D Tenn.).  

in which court observed that Copyright protection for computer programmes could extend beyond the literal 

elements. So under the Copyright Act 1976 the structure and sequence are protectable. 
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there are other programmes in the market with similar structure performing different 

functions. The expression in the instant case is the manner in which the programme regulates 

and controls the computer and thus the detailed structure of dentalab is the expression. Then 

the court went on to each of the elements to see whether its inclusion was essential to the task 

or not. As to the file structure court observed that a file is a storage place for data and is no 

different in a computer than in a file drawer. The defendants in this regard relied on Baker9 

case and argued that blank forms are not copyrightable so no protection should be extended 

to file structure. The court stated that blank forms and file structure are protectable if they are 

sufficiently innovative that the arrangement of information itself is informative and so 

protection was granted. 

As to screen outputs, defendant argued that screen output bears no relation to the computer 

programme and they are audio visual work and so not entitled to protection. Court also 

observed that screen outputs are audio visual work but there is necessarily a casual 

relationship between the programme and screen output and is of probative value. As to the 

five subroutines, defendant argued that no infringement can be found by comparing fraction 

of work and thus the five sub routines cannot constitute infringement as they form only a 

minor portion of the work. Court observed that there is need for qualitative and not 

quantitative judgment and thus a mere mechanical inquiry as to whether most of work is 

similar or not will not be enough. So what is to be looked for is the similarity of 

primary/important parts. Court thus finally granted protection extends to SSO and found that 

there was substantial similarity. 

The effect of the judgment was that it paved way for tight protection and thus suppressed 

innovations because everything other than broad purpose  of software were protected. The 

court also did not consider the possibility that there could be multiple expressions in the same 

programme. 

LOTUS V. PAPERBACK; (1990)10 

This case deals with idea/expression dichotomy in electronic spreadsheets. The concept of 

electronic spreadsheet was first put in practice in the computer programme called VisiCalc. 

                                                           
9 Seldon v. Baker; (1879) 101 U.S 99 
10(1990) 740 F. Supp 37.US District Court 
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Lotus used this idea and popularized it through the IBM computers. Stephenson’s company 

created software called VP Planner which was similar to Lotus 1-2-3 for more compatibility 

with the Lotus 1-2-3.  

VP Planner did the same kind of calculations and numerical operations as that of Lotus 1-2-3. 

So in 1987 Lotus brought suit against Paperback and Stephenson Software Ltd. alleging 

infringement in the copyright on user interface-electronic spreadsheet of its “Lotus 1-2-3” 

electronic spreadsheet programme. Basically the menu structure of Lotus 1-2-3 was alleged 

to be copied. The menu structure included elements like menus, the long prompt, the screen 

on which they appear, the function key assignment, macro command and language. 

The issue was whether the non-literal elements of Lotus 1-2-3, that is, the user interface are 

protectable and if so to what extend? The defendant had argued that the user interface is 

functional and so is not entitled to protection.  Court found some primary differences between 

VP Planner and Lotus 1-2-3 like VP Planner menu line begins with a different command than 

that of Lotus 1-2-3 and some menus and additional commands not found in Lotus 1-2-3were 

included in VP Planner.  

Further the wording of screen prompts and startup menus were also different. Court observed 

that there are only limited ways of making a computer screen resemble spreadsheet and the 

four associated concepts which would find application would be the originality, functionality, 

obviousness and merger doctrines. 

The legal test proposed by the court was that firstly, the decision maker must focus upon 

alternatives along the scale from the most generalized conception to the most particularized 

and choose some formulation, conception or definition of idea. In case of a play a great 

number of patterns of increasing generality will fit equally well, as more and more incidents 

are left out. The last may perhaps be no more than what the play is all about. Then must 

conceive and define the idea in a way placing it somewhere along the scale of abstraction that 

is, somewhere between the most abstract of them and the most specific of all possible 

conceptions. Then must identify and distinguish between the essential and non-essential 

details of expressing the idea. 

In the second step, the focus must be upon whether the said expression of the idea is 

restricted to elements essential to expression of that idea that is there are only few 

possibilities of expressing the idea or instead contains identifiable elements of expression not 
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essential to every expression of that idea. Thirdly, having identified elements of expression 

not essential to every expression of the idea, focus must be on whether those elements are a 

substantial part of the allegedly copyrightable “work”. The Substantiality test is thus not 

merely quantitative but qualitative as well. 

In applying the above test, court observed that the “look and feel test” does not render much 

help in differentiating between idea and expression and is liable to be rejected. At the most 

general level the idea is a computer programme for electronic spreadsheet and the idea for a 

two line moving cursor menu both of which are not protectable. Further the pressing of a 

particular key to invoke menu command system is an idea since the number of keys available 

for this function is limited. So the question is whether lotus 1-2-3 goes beyond the ordinary 

electronic spreadsheet and includes substantial elements of expression which are distinctive 

and original? 

In this regard the most important observation made by the court is that “In general ideas are 

not copyrightable. If, however, the expression of the ideas has elements that goes beyond all 

functional elements of the idea itself, and beyond the evident ones and if there are various 

other ways of expressing the idea, then those elements of expression, if substantial and 

original, are copyrightable”. So a menu command structure involving two line moving cursor 

menu as such is not copyrightable. The rotated “L” screen display and use of slash (/) key to 

invoke menu command system are not copyrightable since there are only limited choices of 

available keys and so is hit by the merger doctrine. 

“Menu command structure” including order of command in each menu line, overall structure, 

choice of letters, and type of menu command used could be expressed in unlimited number of 

ways11.VisiCalc uses one line menu system whereas Lotus uses two line menu systems. 

Court found that Paperback had copied the macro command language of 1-2-3.Court 

included within user interface; 1) the menu structure and organization, 2) long prompts, 3) the 

screen on which they appear, 4) function key assignment, 5) Macro commands and language 

and concluded that they are protectable since their expression need not be the same in every 

electronic spreadsheet. Court granted protection to each of the above component. Next 

question was whether there was substantial copy and court observed in the affirmative. 

 

                                                           
11 For the purpose of finding the copyrightable elements comparison was done with VisiCalc. 
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CRITICISM 

In this case court is granting protection to each component of the menu command structure. 

This is a dangerous approach as, for instance, the command ‘copy’ at the most may have one 

or two alternatives. But a person using an electronic spreadsheet would most likely be 

familiar with the word ‘copy’ and other substitute terms might render the programme user 

unfriendly. So in many instances merely relying on the number of alternatives available 

might not be sufficient. 

COMPUTER ASSOCIATES INTERNATIONAL V. ALTAI (1992)12 

The Altai case is a landmark judgment in the field of computer programmes and is useful in 

distinguishing between the idea and expression where non-literal elements are involved. The 

court in this case initially discusses the method of developing a computer programme by the 

programmer. Computer programme is a set of instructions used directly or indirectly in a 

computer to bring about a certain result. The movement is always from the general to the 

specific. The first step is to identify a programme’s ultimate purpose and an example of it can 

be the creation of business ledger. Then he breaks down the ultimate function into simpler 

constituent problems or subtask called subroutines or modules. 

 A module could be the programme for updating list of outstanding accounts receivable. The 

subroutines are further broken into sub sub-routines. Then they are arranged into an 

organizational chart which is to map the interaction between modules to achieve the ultimate 

function and then the parameter list is designed. A parameter list refers to the form in which 

information is passed between modules. The functions of the module together with each 

module’s relationship with each other constitute the ‘structure’. The structure includes 

categories of module called macro. A macro is a single instruction which initiates a series of 

operations/modules operating within the programme. Once the relationships between the 

modules are determined the structure is embodied in a written language called codes.  

The facts of the case are that Computer Associates (CA) and Altai are engaged in the 

profession of creating, developing and marketing of computer softwares. The subject matter 

of litigation is CA SCHEDULER, a programme created by CA. One problem which CA 

scheduler initially faced was that the programme could not be run on different Operating 

                                                           
12(1992) 982 F.2d 693 (2d Cir.) 
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Systems (OS). As a cure for this they developed ADAPTER programme which helped CA 

SCHEDULER to run on different OS.  

Altai independently developed a computer programme and was faced with difficulty of 

running the programme on multiple operating systems. A rney an employee of CA left the 

company and joined Altai. He helped William the president of Altai to create OSCAR 3.4 

using the ADAPTER codes stolen from CA. When OSCAR 3.4 was developed it contained 

30% of ADAPTER codes. These ADAPTER codes enabled the programme to run on 

multiple OS. CA alleged copyright infringement and trade secret misappropriation against 

Altai. 

Altai rewrote the programme and developed OSCAR 3.5. In Oscar 3.5 the complete adapter 

codes were removed. Now the position was that Oscar 3.5 did not contain any codes of CA 

Scheduler but was alleged to contain the non-literal elements of ADAPTER codes. The 

District court held that Oscar 3.4 violated CA Scheduler but Oscar 3.5 did not violate 

copyright of CA Scheduler. The things alleged to be copied were the programme’s structure 

comprising of flow chart, organization of inter-modular relationship, parameter lists, macros 

and list of services that ADAPTER and OSCAR obtained from their respective operating 

system.  

So the question was whether OSCAR 3.5 violated copyright of CA and to what extent non 

literal elements of a computer programme are copyright protectable since Altai in creating 

Oscar 3.5 had successfully removed all the literal elements. CA argued that Oscar 3.5 and 

ADAPTER are similar in structure and district court failed to appreciate it. Court in the 

instant case observed that Oscar 3.5 and ADAPTER are similar to the list of functions 

performed by them and that a program’s structure includes the non-literal elements like 

general flow chart, inter modular operations, parameter list and functions performed. 

For copyright infringement two things are to be proved; 1) The plaintiff must have a valid 

copyright and 2) the defendant must have copied the copyrighted work. As observed in 

Walker v. Time Life Films Inc Ltd.13; for copyright infringement it must be proved that 

defendant must have access to plaintiff’s copyrighted work and must pass the substantial 

similarity test. 

                                                           
13(1986) 784 F.2d 44, 48 (2nd Cir.) 
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In the instant case the plaintiff has valid copyright and the defendant had access to the work 

through Armey. To prove substantial similarity the essence of work must have been copied. 

In general the literal elements comprises of the text of work and non-literal elements 

comprises of that portion of the work which is not in written form like stories, facts, ideas and 

organization of text.  The literal elements protectable in a computer programme are the 

source and object code. 

As to the Idea/Expression dichotomy the court observed that legislative history suggests that 

copyright in computer programme is protectable only to the extend they incorporate 

authorship in programmers expression of original ideas as distinguished from idea 

themselves. If non-literal element of literary work is protected by copyright then as a 

corollary the non-literal element of computer programme is also protectable. 

The expressions used by programmer are copyrightable but the method embodied in 

programme is not protectable. Since a computer programme contains both creative and 

technical expression it is difficult to separate the expression from idea. The court relied on 

Baker case14 and observed that accounting book and computer programme are similar since 

both are instructions for getting a result. So programmes necessarily incidental to the function 

are not protected. 

Court proposed a test for determining substantial similarity. It includes the following steps: 

1) Abstraction 

In this step the process begins with code and ends in programme’s ultimate function like in 

reverse engineering process. At the lowest level the programme is viewed as set of 

instructions organized into a hierarchy of modules. At higher levels the instructions in lower 

levels may be replaced by function of modules. At Still higher level the function performed is 

implementation of modules. Finally what is left is the ultimate function of the programme. So 

at lower levels the programme is complex and at higher level it becomes trivial. So in the first 

step the elements are to be abstracted. 

2) Filtration 

In this the “successive filtration method” is used. The process begins by examining structural 

components at each level to see whether their inclusion was an idea or included by 

                                                           
14Seldon v. Baker; (1879) 101 U.S 99 
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considerations of efficiency so as to be necessarily incidental to the idea or required by 

factors external to the programme or taken from public domain. 

a) Elements dictated by efficiency: 

Under these elements that are the only and essential means of achieving a particular task is 

not protected. It is called the merger doctrine. The more proficient the set of modules are the 

more closely they approximate the idea and will not be eligible for protection. If the set of 

modules is necessary efficiently to implement that part of the programme’s process then the 

expression represented by the programmer’s choice of a set of modules has merged with the 

idea. 

    b) Elements dictated by external factors: 

In this an important factor is the Scenes a faire doctrine. Under it “standard expressions” are 

not copyrightable. “Standard expressions” means the expressions without which it is 

impossible to write a programme to perform particular function in a specific computing 

environment. These can also be called“standard techniques”.  

Usually freedom of design choice of a programmer is limited by many factors like the 

mechanical specifications of the computer on which a particular programme is intended to 

run, Compatibility requirements of other programmes, computer manufacturer’s design 

standards, demands of the industry and widely accepted programming practices. So due to 

these constrains there might be compulsion to use many expressions which has become the 

industry standard. Such elements are not protectable. 

     c) Elements taken from public domain: It includes materials found in public domain which 

are either copyright expired or with no copyright. 

3) Comparison 

After abstraction and filtration what remains are the protectable elements and is compared 

with defendant’s work to test for substantial copy. Then assessment of the copied portion’s 

relative importance to the plaintiff’s overall programme is to be done. Court stated that the 

correct method is to filter out the unprotected aspect of the infringed programme and then 

compare it with that of the defendant’s programme because in case where defendants 

programme contains protectable elements not contained in plaintiffs programme it would 

wasteful to use filtration. 
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With respect to the code no similarities existed but with respect to parameter list and macros 

few similarities were identified by the court and others were either in public domain or 

dictated by functional demands of the programme. With respect to the few parameter list, 

macros no infringement was found considering their relative importance to the overall 

programme. List of services was non-infringing as their overlap was by demand of OS and of 

application programme to which it is linked. Court observed that similarity in function in the 

OS was due to the nature of OS and hence not protected. As to flow chart it is an element 

dictated by external factor so it is not protected. 

Court finally concluded that Oscar 3.5 had not violated the copyright in CA scheduler 

because after taking out functional elements and elements from public domain only a few 

macros and lists remained which was not enough to cause copyright infringement. The legal 

effect of the case is that, Whelan test which says that if one separable idea is taken out then 

rest all are expressions was superseded by this decision.  

APPLE COMPUTER, INC. v. MICROSOFT CORP (1994)15 

Lisa and Macintosh are Apple computers which contained the GUI (Graphical User Interface) 

which is the subject matter of the dispute. They were registered for copyright as audio visual 

works. GUI is used to communication between the user and the computer in a user friendly 

manner. Miccrosoft developed Windows 1.0 and it used similar GUI like that of Apple. 

Apple complained and later entered into license Agreement whereby Microsoft got the right 

to use and sublicense derivative products prepared from Windows 1.0. 

HP in conjunction with Microsoft developed New wave 1.0 and 3.0. Apple contends that the 

new product created exceeds the license Agreement because it looks more “mac like” than 

windows 1.0. So the allegation is that the later versions made by Microsoft can at the most 

resemble Windows 1.0 and cannot be more similar to Lisa and Makintosh than Windows 

1.0.The question here is whether Microsoft has right to transfer individual elements or design 

features from Windows 1.0 and can derivative products look more like Macintosh than 

Windows 1.0? 

The District Court construed the agreement as licensing visual display in Windows 1.0 and 

not the interface itself. All visual displays in Windows 2.0, 3.0 were in Windows 1.0 except 

                                                           
15(1994) 35 F.3d 1435 (9th Cir.) 
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for use of overlapping windows 3 and some minor changes in appearance of icons. Court 

dissected between Macintosh, Windows and New Wave to decide similarity and then used 

doctrines of originality, functionality, merger, scenes a faire, merger and found no copying of 

protectable elements after comparing it with Windows 1.0, 2.0 and then with Apple’s Work. 

Further questions raised were whether license given to Microsoft can serve as partial defense 

to infringement?  And is the district court correct in not comparing work as a whole instead 

dissecting it and viewing it in isolation? 

Apple contended that the term “visual display” is ambiguous and should limit to cover use of 

so much of Apple’s visual copyright as were used in windows 1.0.Court observed that this 

fails as Apple earlier tried to restrict Microsoft and did not succeed. Apple further contends 

that Microsoft and HP exceeded the scope of license. Apple argues that the test to be used is 

“total concept and feel” and the selection and arrangement of related images to be looked into 

and be compared with Microsoft and HP’s graphic user interface to test for substantial 

similarity. 

Court observed that the fact that Apple had licensed more than 90% of visual display 

elements fundamentally affects the outcome. Considering the license terms and limited ways 

of expressing the basic idea of Apple GUI could get only a thin protection. The steps to be 

followed to find out substantial similarity were; first identify the source of alleged similarity. 

Secondly, we have to ascertain whether any of the elements can be protected by Copyright 

and whether the elements are authorized to be copied. Thirdly dissection of the alleged 

similarities are to be done and determination is made as to whether the work’s protection is 

“broad” or “thin” by considering the range of possible expressions. Finally comparison is 

done as a whole. 

Court observed that the following are the five basic ideas in desktop; use of windows to 

depict multiple images on screen and to facilitate user interaction with information contained, 

iconic representation of familiar objects from office environment, manipulation of icons to 

convey instructions and control operation of computer, use of menu to store information in 

place convenient to reach and opening and closing of objects as means of retrieving, storing 

or transferring data. So these ideas are not protectable. 

Court observed that when an idea and its expression are indistinguishable or have merged, the 

expression will only be protected against near exact copying. For example to represent an 

idea of icon representing document stored in computer here are only limited number of ways 
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so representing it as a page is obvious. So under Scenes a faire doctrine no protection can be 

afforded. 

In the instant case also the programmer has only two options, that is, either tiled or 

overlapping system and overlapping windows have clear preference in graphic interfaces. 

GUI is partly artistic and partly functional. In Apple GUI the ability to move icon on screen is 

essentially a functional process. Originality further limits the protection. GUI is to be subject 

to same process of dissection as other audio visual work. After comparison of protectable 

elements the work can be compared as a whole and only a thin protection exists. 

Finally court observed that in the present case higher standard, that is, of virtually identical 

has to be proved rather than that of substantial similarity since there exists a valid agreement 

between Apple and Microsoft and under it most of the individual elements of Makintosh 

could be legally copied. So there is no copyright violation. 

LOTUS V. BORELAND (1995)16 

Lotus 1-2-3 is a spreadsheet programme that enables accounting functions to be performed 

electronically. Lotus like many others allowed users to write what are called “macros”. By 

writing macros the users can entitle a series of command choices with a single macro 

keystroke rather than typing whole series each time. Borland released spreadsheet product, 

Quattro Pro, in which the menu command structure imitated that of Lotus 1-2-3.Neither the 

source code nor machine code that generated the menus were copied but had copied the menu 

command structure and macros. Quattro Pro’s code contained copy of Lotus’s menu 

hierarchy in which each command was represented by the first letter of its entire name. 

Borland argued that copying was done to make it compatible with Lotus since majority of 

users were familiar with Lotus. Compatibility was achieved using Lotus Emulation Interface. 

Lotus Emulation Interface was to enable users to switch to Borland programme without 

having to learn new command or rewrite Lotus macros. When switching to Lotus Emulation 

Interface users would see Lotus commands. Users had two options either to choose Borland 

interface or Lotus plus Borland interface. After the Paperback decision Borland filed suit in 

district court. District court held that the menu command structure is protectable as a very 

satisfactory menu command structure could be constructed different from that of Lotus. Also 

alternate command words were possible like for instance the command “Quit” can be 

                                                           
16(1995) 49 F.3d 807 (1st Cir.) 
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swapped by “Exit”, “Copy” to “clone”, “replace” and “duplicate”. Lotus removed the Lotus 

Emulation Interface but chose to retain the Key Reader. The “Key reader” allowed it to 

execute Lotus 1-2-3 commands and macros key reader allowed Borland to understand and 

execute some Lotus functions. 

Appeal was filed before the US Court of Appeals. Before Appellate court Borland argued that 

they had only copied the unprotectable elements of Lotus. Borland argued further that the 

“Menu Structure” was not subject matter of copyright because it is a system, method of 

operation or process. Borland relied on the Baker17case to argue that a method of accounting 

is like a user interface not capable of protection. Court observed that there was no need for 

reliance on Altai case since here it is not non -literal copying but deliberate and literal 

copying. 

The question was whether literal copying of Menu Structure constitutes infringement? Court 

observed that the menu command hierarchy is a “method of operation”. A method of 

operation means a method by which a person operates something like car, computer etc. 

Similarly the menu command hierarchy provides the means by which the user controls and 

operates Lotus 1-2-3.Without menu hierarchy user would not be able to control/access Lotus 

1-2-3’s functional capabilities. It does not merely explain its functional capacities to the user 

but also serves as a method by which the programme is controlled and used. 

Lotus command structure was distinguished from; 1) long prompts since long prompts are not 

needed for operation of programme, 2) screen display because it has little bearing on how a 

programme is being controlled 3) programme’s code because though code is necessary for 

the programme to work its precise formulation is not to offer Lotus’s capability and thus was 

not necessary to copy the codes. The fact that there are many ways of expressing the “menu 

structure” is immaterial being a method of operation. Menu command hierarchy is like 

buttons in a VCR. They are a method of operation and merely labeling them into “stop” or 

“fast forward” will not make them protectable. Menu commands are buttons in VCR. Just as 

it is impossible to operate buttonless VCR likewise Lotus cannot be operated without the 

Menu command hierarchy. 

There may be different techniques to drive a computer programme using series of functions 

but it does not make the method of operation chosen copyrightable. Borland wanted to use 

                                                           
17Seldon v. Baker; (1879) 101 U.S 99 
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the capabilities of Lotus so it did not copy its codes but only its menu structure like in Baker 

case where Baker wanted to use Seldon’s ‘program’ capabilities. There is no violation by 

Borland.  

ORACLE v. GOOGLE (2014)18 

Java programming language was developed by Sun Microsystems in 1991.Google purchased 

Android in 2005. Google used Java in some of its Applications. Sun and Google tried to 

negotiate about possible partnerships and license deals but reached no agreements. Later 

Oracle purchased Sun in 2010 and developed Java. Again Oracle and Google tried to enter 

into a license deal but reached no agreement. When Google used Android OS it used Java but 

in order to allow developers to write its own version allowed them to use Java API 

(Application Programme Interface). APIs are used for communication between programmes. 

Oracle sued Google for copyright infringement. The copyright claim consisted of alleged 

violation of nine line range check function, the structure, sequence and organization of the 

Java API several test files, and API documentation. 

The issue was whether computer language that connects programmes, that is, the API is 

copyrightable? Regarding the technology, Sun developed Java platform and its major 

advantage was that it enables a programme to run on different OS without having to rewrite 

them each time. Java Virtual Machine (JVM) plays a central role in java platform. Organized 

java programmes are called packages and these allow the programmers to use the pre written 

codes to build certain functions into their programmes called ‘shortcuts’. 

The code for a specific function is “method”. Method plus variables constitute “class” and 

Class plus interface grouped together constitutes “packages”. At present Java have 6000 

methods, 600 class and 166 packages out of which 37 is in question. Every package contains 

two types of source codes one is the declaring code and the other is the implementing code. 

The expressions used by the programmer from the declaration code command the computer 

to execute the associated implementation code, which gives the computer step by step 

instruction for carrying out the declared function. 

Oracle offers three different licenses: 1) General Public License also known as open source 

license, 2) Specification license in which the licensee can use the declaration code and API 

                                                           
18(2014)US Court of Appeals. 
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package but must write its own implementation code, 3) Commercial License in which the 

requirement is to use and customize their full code in their product. Google’s accused 

product“Android” is used in mobile phones. Google tried to enter into license Agreement 

with Google but failed to enter into one. 

So Google developed its own platform called “Dalvik Virtual Machine. It contained 168 

packages out of which 37 were verbatim copy as that of Java because according to Google 

without the 37 packages the Applications could not be made. This overall copy of this 

organized taxonomy was referred as “Structure, Sequence and Organization”. Google wrote 

its own implementation code except as to the range check functions and eight decompiled 

security files. 

District Court held that the declaration codes were not entitled to protection because there 

were only very few ways to write them and further they were short phrases further rendering 

them unprotectable. The SSO were not protectable because though the overall structure of 

API is creative and original but it is a command structure, system or method of operation and 

hence not copyrightable. As to the Range check function and eight decompiled file copyright 

protection was granted.  

The primary issue was whether the elements of Java API are copyrightable? As to the 

Copyright ability, court observed that Copyright extend only to expressions not idea. Oracle 

claims protection for 1) literal elements of API which included 7000 lines of declaring source 

codes 2) non literal elements like SSO of each of the 37 java packages. Oracle argues that 

Google literally copied the declaring code and non-literally copied the SSO by rephrasing it. 

Court further observed that the test to be applied in distinguishing between protectable and 

unprotectable expressions is the Altai test19 and the ninth circuit has always favoured the Altai 

doctrine than the Lotus20 doctrine. Regarding the “Abstraction, Filtration and Comparison” 

test court observed that the first step is one of copyrightability analysis and the third step is an 

infringement question. As to the second step confusion arises as to whether it is a 

copyrightability or infringement test? The ninth circuit approach is to treat “Originality” as a 

test of copyrightability and merger/ scenes a faire as a defense to infringement. 

                                                           
19Computer Associates Inc. International v. Altai Inc.;(1992) 982 F.2d 693 (2d Cir.) 
20Lotus Development Corporation v. Borland Inc.;(1995) 49 F.3d 807 (1st Cir.). 
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Further the lower court mentioned the Altai test but did not use it rather used the familiar test 

of copyright. So the test to be used is the Altai test. Further, in case of alleged infringement of 

the non-literal aspects of the work three step full analysis is required. But where there is 

admitted literal copying of a “discrete, easily conceptualized portion of a work” like in 

Oracle’s declaration code the court need not perform the complete Altai test rather the focus 

should be on the protectability analysis of the filtration test with reference to standard 

copyright principles. 

1) As to declaring source code 

Court observed that as there is originality as there is no doubt that Java API’s were Oracle’s 

own creation. 

a) Merger doctrine 

Court noted that merger doctrine is treated as defense to infringement and hence cannot be 

used in determining copyrightability. Even then the court proceeded to further analyze it. 

Evidence showed that there was unlimited ways21 as to the selection and arrangement of the 

declaration codes copied. So the merger doctrine is not applicable considering the fact that 

Google had unlimited number of ways of selection/arrangements of 7000 lines copied. 

Further the focus must be on the circumstance available to the creator, that is Oracle and not 

to Google. 

b) Short Phrases 

District court had observed that the declaration code consists of uncopyrightable short 

phrases and copyright does not extend to short phrases/titles. In this regard the appellate court 

observed that compilation of non-protectable elements can enjoy copyright protection even 

when its constituent elements do not. For example Charles Dickens ‘A Tale of Two Cities’ is 

a string of short phrases but is entitled to protection due to the creativity exhibited. The 

question is not whether short phrases or strings of them can be take out from the work but 

whether the manner in which they are used or strung together exhibits creativity. Oracle has 

exercised creativity for the “selection and arrangement” of the relevant declaration codes. 

c) Scenes a faire  

                                                           
21 “java.lang.math.max” could have been called “Math.maximum” or “Arith.larger”. 
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Trial court had reached the conclusion that Google was unsuccessful in producing enough 

evidence. The appellate court noted that like merger scenes a faire doctrine is also a 

component of infringement analysis in the Ninth circuit and thus is a defense to infringement 

than a barrier to Copyrightability. Google did not object to the trial court conclusion that 

Google failed to produce evidence to show that the groupings and codes chosen were dictated 

by external factors or premised on features that were commonplace or essential to the idea 

being expressed. The doctrine focuses on the circumstances presented to the creator and not 

the copier. So the focus must be on the external factors that dictated Sun’s selection of the 

codes and not that of Google. 

2) SSO of API packages 

District court held that SSO is creative and original but is a system or method of operation. 

The appellate court rejected it and observed that one cannot rely on Lotus doctrine because 

here the commands at issue are not essential to the operation and further the declaration code 

and structure are creative. The commands at issue are not creative but here the declaring code 

and SSO are creative. Components of a programme that are expressions of “a process or 

method” can be copyrightable. 

A method which instructs the computer to perform its operating functions should be 

distinguished from the instructions themselves and so the instruction can be protected. Court 

observed that all programmes are per se functional so if the above doctrine is applied then the 

consequence would be rendering computer programme as a whole unprotectable. An original 

work though functional, is entitled to copyright protection if there are multiple ways of 

expressing the underlying idea. Oracle claims protection only in its unique method of 

organizing and naming each of the 37 java packages. Google can use the java language and 

even the “package-class-method” structure but not the structure chosen by oracle. Google had 

different ways of structuring the Android differently. 

As to interoperability the district court had observed that the duplication of Command 

structure is necessary for interoperability. Bu the appeal court rejected it and observed that 

the focus must be on the party claiming protection and not on the choice the defendant made 

to achieve interoperability with the plaintiffs programme. 

CRITICISM 
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Many criticisms have been leveled against the decision like splitting of the Altai doctrine into 

two components like one of copyrightability and infringement analysis. The question is was 

Altai doctrine meant to be split and if so how can things not abstracted go through the process 

of filtration and comparison. Further how the options available to creator can be the 

benchmark for determining whether there are multiple ways of expressing the same. This is 

in the light of the fact that instances can take place where a creator might know of 10 

methods but the vast majority of the industry might not be aware of it. So the correct 

approach might be to let an expert decide as to the possible options of expressing the same 

rather than leaving it to the creator. 

CONCLUSION 

From above analysis we see that the line distinguishing an expression from the underlying 

idea is thin and tricky. When it comes to computer programmes it gets all the more confusing. 

The attempts of the courts in the above cases have been to prescribe parameters and tests for 

removing the confusion and uncertainity. The trend seems to be that when a court tries to 

settle a particular factual situation within no time more complex situations arise and the 

judiciary seems to be struggling to apply the tests evolved in upcoming legal issues.  

A simple example of this we see in the Oracle case22 where the court has tried to apply the 

Altai test23. But the question is when the tests are being interpreted differently so as to suit the 

new situation, is it permissible for the courts to ignore the basic objective with which the test 

was evolved? In the Oracle case court seems to be carried away a bit by the need to address 

the situation by using the Altai test which is widely used by the ninth circuit and to reach a 

particular result. 

Some basic inferences which we get from above is that since computer programme does not 

exactly fit into the realm of copyright or software protection the traditional principles of 

copyright also is not able to aptly address the challenges involved. Further different circuits 

in US have adopted different approaches for instance for similar cases “lotus”24 doctrine has 

been accepted by second circuit whereas “Altai” doctrine is used by the ninth circuit. 

Concluding we see that computer programme is an emerging field so new challenges are 

                                                           
22Supra.n.17 
23Supra.n.1. 
24Supra.n.9,15 
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bound to arise and legal uncertainity is to be removed by evolving new doctrines to meet the 

novel situations.  


